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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

 
INLINE PACKAGING, LLC, 

Petitioner, 
 

v. 
 

GRAPHIC PACKAGING INTERNATIONAL, INC., 
Patent Owner. 

_________ 
 

 Case IPR2015‐01609 
Patent 8,872,078 B2 

____________ 
 
Before MICHAEL W. KIM, CARL M. DEFRANCO, and 
JAMES J. MAYBERRY, Administrative Patent Judges. 
 
 
 

ORDER 
Conduct of Proceeding 

37 C.F.R. § 42.5 
On March 30, 2016, a conference call was held between counsel for 

both parties and the panel.  Petitioner requested the call to request 

authorization to file a motion for relief and/or sanctions pertaining to Patent 

Owner’s request for and receipt of a Certificate of Correction (“Certificate”) 

for the instant patent.   

A. Background 

On October 28, 2014, U.S. Patent No. 8,872,078 B2 (“the ’078 patent) 

was issued.  Ex. 1001.  On July 7, 2015, Petitioner filed a Petition for Inter 
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Partes Review of the ’078 patent.  Paper 1.  On October 29, 2015, a Patent 

Owner Preliminary Response was filed.  Paper 8.  On December 22, 2015, a 

Request for Certificate of Correction of Issued Patent For Applicant’s 

Mistake Under 37 C.F.R. 1.323 was filed with the Office.  Ex. 3001; 

“Request.”  The Request indicates the following: 

Request is hereby made for a Certificate of Correction of 
Issued Patent to correct mistakes of a typographical nature in the 
patent.  The text of the correction is submitted on the attached 
Certificate of Correction form.  The correction does not 
constitute new matter or require examination. 

Request 1.  On January 12, 2016, a Decision on Institution was issued.  

Paper 11.  On March 1, 2016, a Certificate of Correction was issued.  Ex. 

3002.  On March 15, 2016, Petitioner indicated that Patent Owner informed 

them, for the first time, concerning the existence of both the Request for the 

Certificate, and the Certificate itself.  The Board was first informed of the 

Request and Certificate on March 18, 2016.  As of this date, Due Date 1 is 

set for April 11, 2015. 

B. Parties’ Positions 

During the call, Petitioner represented that Patent Owner violated 

numerous rules in failing to inform the Board that it had requested the 

Certificate.  See generally 37 C.F.R. §§ 42.3(a), 42.8(a)(3); Alarm.com Inc. 

v. Vivint, Inc., Case IPR2015-01995 (PTAB Jan. 28, 2016) (Paper 10).  

Petitioner asserted further that even under 37 C.F.R. § 1.323, Patent Owner 

should have notified the Board of the Request upon institution of trial.  

Petitioner asserted additionally that there are many changes set forth in the 

Certificate, that several of them are substantive, and that Petitioner is 

prejudiced by Patent Owner’s actions, for example, that Petitioner’s expert, 

Dr. Claire Sand, was surprised during deposition by Patent Owner’s 
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questions concerning the Certificate that Petitioner had been made aware of 

only hours before.  Accordingly, Petitioner requested (1) exclusion or 

expungement of the Certificate, (2) that the deposition of Dr. Sand not be 

entered into the record, and (3) compensatory expenses related to any 

additional efforts exerted by Petitioner to account for the Certificate.  

Alternatively, Petitioner requested a chance to supplement the Petition for 

Inter Partes Review and associated expert Declaration. 

Patent Owner responded that none of the changes set forth in the 

Certificate are substantive, and that they are merely mistakes of “a clerical or 

typographical nature, or of minor character,” as set forth in 35 U.S.C. § 255.  

Patent Owner asserted additionally that the above-referenced Order in 

Alarm.com Inc. issued after Patent Owner filed the Request, and that under 

previous Orders, such as International Flavors & Fragrances, Inc. v. 

ZoomEssence, Inc., Case IPR2015-01418 (PTAB Oct. 21, 2015) (Paper 8), it 

was unclear whether Patent Owner had an affirmative duty to inform the 

Board of such a Request.  Furthermore, if the Board authorized Petitioner to 

provide supplemental briefing, Patent Owner requested that Due Date 1 be 

moved to provide Patent Owner with sufficient time to consider that 

supplemental briefing. 

C. Analysis 

We conclude that, in agreement with the panel in Alarm.com Inc., 

Patent Owner should have requested permission from the Board before filing 

the Request.  Be that as it may, we determine that at the crux of this issue is 

whether there is prejudice to Petitioner because of changes set forth in the 

Certificate.  Patent Owner, however, represents that the changes set forth in 

the Certificate are of “a clerical or typographical nature, or of minor 
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character,” such that the changes set forth in the Certificate do not change 

claim scope, and the issuance of the Certificate by the Office appears to 

indicate an agreement with that assertion.  The time period for this 

proceeding is relatively advanced, in that Due Date 1, as of today, falls on 

April 11, 2016.  Accordingly, given that (1) any prejudice due to the 

Certificate would fall on lack of notice to, and, thus, unfairness to, 

Petitioner, (2) Patent Owner asserts that the Certificate does not change 

claim scope, (3) Patent Owner had notice of its own claims at all times, and 

(4) the current advanced stage of the proceeding, we determine that the most 

equitable course would be for all parties, and the Board, to agree to proceed 

with the Certificate held in abeyance under 37 C.F.R. § 42.7(b).  Cf. Amkor 

Technology, Inc. v. Tessera, Inc., Case IPR2013-00242 (PTAB May 22, 

2014) (Paper 129) (terminal disclaimer filed after institution of trial held in 

abeyance until termination of completion of proceeding). 

In view of the foregoing, it is hereby 

ORDERED that if either party disagrees that the proceeding should 

continue with the Certificate held in abeyance under 37 C.F.R. § 42.7(b), the 

parties should request a conference call with the Board within three business 

days;  

FURTHER ORDERED that absent such a request, the proceeding will 

continue with the Certificate held in abeyance under 37 C.F.R. § 42.7(b); 

and 

FURTHER ORDERED that in light of the above, Petitioner’s request 

is denied without prejudice. 
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PETITIONER: 
Michael Neustel 
Neustel Law Offices, LTD 
michael@neustel.com 
 
PATENT OWNER: 
Barry J. Herman 
James F. Vaughan 
Womble Carlyle Sandridge & Rice LLP 
bherman@wcsr.com 
jfvaughan@wcsr.com 
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