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A
s a result of soon-to-
be implemented
changes to the
design patent laws,
design patents

should get greater attention as a
weapon against intellectual
property piracy.
Design patents, as compared

to utility patents, protect the
ornamental features of an article
of manufacture — the appear-
ance of the product rather than
the functional features covered
by utility patents.
Despite their limited scope,

however, design patents can be
valuable protection against
imitators. They are much less
expensive to obtain and maintain
than utility patents and may be
granted much more quickly than
utility patents. Furthermore,
prosecuting a design patent
infringement suit is far less
costly than prosecuting a utility
patent suit.
Recently, a design patent was

the center of some highly publi-
cized litigation in which a jury
awarded Apple a large damages
award for Samsung’s infringe-
ment of Apple’s patents relating
to the iPhone and iPad.
Design patents have also been

the basis of other successful
efforts to protect important
design elements for such
companies as Crocs and Nike.
Nonetheless, design patents are
often overlooked as a form of
intellectual property protection.
This oversight may change on

May 13, the effective date for
certain amendments to U.S.
design patent law that brings it
in harmony with the Hague
System for the International
Registration of Industrial
Designs. The implementation of
these amendments stem from
the completion, earlier this year,

of the United States’ assent to
the Hague Agreement.
Most major European

countries are members of the
Hague Agreement, together with
countries in Africa, Asia and
South America. More countries
are expected to join in the future.
When the provisions of the

new law go into effect, a design
patent applicant in the U.S. can
file a single design application
that will permit the applicant to
request design protection in
member countries throughout
the world. Up until now, a design
patent applicant had to file
separate patent applications in
most of the foreign jurisdictions
where it desired to obtain design
protection.
Ultimately, the new law should

reduce overall costs for interna-
tional design patent coverage
and could lead to a greater
number of design patent applica-
tions filed in the U.S. and by
American applicants worldwide.
Implementing the Hague

Agreement will also change
other aspects of design patent
law: (1) The patent term for any
national design patent will
increase from 14 to 15 years from
the date of the patent grant; (2)
an international design applica-
tion may claim priority to design
applications first filed in other
member countries; and (3)
design patent applicants may
enforce provisional patent rights
based on pre-grant publication of
the international design applica-
tion.
Previously, design patent

applications were not published
until a patent was granted.
Provisional rights were only
available to utility patents.
Under the new law, provisional

rights provide a basis for a
design patent applicant to

recover reasonable royalties
from infringing activities in the
United States during the period
between the publication of the
international design patent
application and the grant of the
design patent in the United
States. 35 U.S.C. Section 154(d).
Establishing provisional rights

for design patents may prove to
be easier than it has been for
utility patents. Such rights are
established by showing that the
infringer had actual notice of the
published patent application and
that the invention as claimed in
the issued patent is “substan-
tially identical” to the invention
as claimed in the published
patent application. 35 U.S.C.
Section 154(d)(1)(B) and (d)(2).
A utility patent application

normally is filed with multiple
patent claims, each of which
defines an aspect of the
invention in words. The applica-
tion as filed, including the patent
claims submitted at the time of
filing, is what is normally
published.
During examination of the

patent application in the Patent
and Trademark Office, however,
the original patent claims in the
published application are often
amended or canceled. When the
claims have been changed,
proving that the amended claims

of the issued patent are
“substantially identical” to
claims appearing in the
published application can be
difficult.
In contrast to utility patents,

design patents only have a single
patent claim that normally
remains unchanged during the
course of the examination of the
application in the Patent and
Trademark Office.
Moreover, the entire design

patent application is relatively
simple, comprised primarily of
drawings depicting the design, a
description of each of the
drawings and the single claim.
Design patent infringement

results from the unauthorized
application of the design or a
colorable imitation thereof to an
article of manufacture. Design
patent infringement is generally
established by comparing the
accused design to the single
patent claim, which is inter-
preted by reference to the
drawings and the description of
the drawings.
In most circumstances, the

issued design patent is not mate-
rially changed from the original
patent application. Therefore, if
infringing activities are shown to
have occurred during the period
between publication and the
patent grant, the likelihood of a
reasonable royalty award for
these infringing activities is high.
In sum, the provisional rights

established by the change to
design patent law may be a more
significant remedy for infringe-
ment of design patents than for
utility patents.
This, combined with the avail-

ability of the international design
application and the other
changes to design patent law,
should lead to increased interest
in U.S. design patent protection.
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