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the copyright office’s test, which
permits copyright registration of a
pictorial, graphic or sculptural fea-
ture of a useful article “only if the
artistic feature and the useful ar-
ticle could both exist side by side
and be perceived as fully realized,
separate works — one an artistic
work and the other a useful ar-
t i c l e.” Compendium [of U.S. Copy-
right Office Practices] III Section
924.2(B) (2014).

The only circuit decisions that
have addressed separability in the
context of apparel is the 2nd Cir-
c u i t’s decision in 

, 500 F.
A p p’x 42 (2d Cir. 2012) (owner of

copyright of two-dimensional
sketch of prom dress could not
prevent Fiesta Fashions from
making an actual prom dress
based on the sketch), and the 5th
Circuit decision in 

, 416 F.3d 411
(5th Cir. 2005) (owner of copy-
right of two-dimensional sketches
of casino uniforms could not pre-
vent Harrah’s casino from making

actual uniforms based on those
s ke t c h e s ) .

The 2nd and 5th Circuits found
that the decorative elements of
the articles of clothing at issue
enhanced the articles’ functional -
ity and therefore the articles were
not copyrightable. Under this sep-
arability test, Varsity’s attempt to
extend copyright protection to
cheerleading uniforms would have
likely been rejected.

The 7th Circuit has adopted the
so-called Goldstein test, which
provides that a pictorial, graphic
or sculptural feature is concep-
tually separable if the “artistic
features can stand alone as a
work of art traditionally con-
ceived, and whether the useful ar-
ticle in which it is embodied
would be equally useful without
i t .”

, 372 F.3d 913,
923 (7th Circ. 2004) (quoting Paul
Goldstein, “Copyright: Principles,
Law & Practice,” Section 2.5.3, at
2:67 (1989)).

In , the 7th Circuit
found the “M a ra” mannequin
head, portraying a “hungry look,”
subject to copyright protection
where a human face could be con-
ceptualized independent of Mara’s
unique facial features and where
Mara was the product of a cre-
ative process not influenced by
functional concerns.

Thus, the artistic features could
be identified separately from and
exist independently of the man-
n e q u i n’s utilitarian aspects. Id. at
93 2 .

The case provides
the Supreme Court with an op-
portunity to settle the question of
an appropriate test to determine
when a design feature of a gar-
ment, as well as other useful ar-
ticles, is protectable under Sec-
tion 101 of the Copyright Act.

A standard test for courts to
determine copyrightability for de-
signs of useful articles should lead
to greater predictability in copy-
right litigation and decrease fo-
rum shopping.

Apparel function vs. design copyright
dispute may get settled by high court

The U.S. Supreme Court
will weigh in on the is-
sue of whether an or-
namental feature of a
useful article, such as a

garment, is copyrightable.
The case is an appeal from the

6th U.S. Circuit Court of Appeals’
decision in 

, 799 F.3d 468,
470 (6th Cir. 2015). Varsity Brands
Inc., a manufacturer and distrib-
utor of cheerleading uniforms, ob-
tained copyright registrations for
two-dimensional sketches of
cheerleading uniform designs in-
corporating certain stripes,
chevrons and color blocks.

Varsity sued Star Athletica LLC
in the federal court in Memphis,
Tenn., for allegedly infringing Var-
s i ty ’s copyrights by manufacturing
and distributing cheerleading uni-
forms with stripes, chevrons and
color blocks substantially similar
to Varsity’s copyrighted designs.

The U.S. District Court held
that Varsity’s copyrights could not
be used to prohibit Star from
manufacturing actual cheerlead-
ing uniforms, reasoning that a
uniform, without the stripes,
chevrons and color blocks, could
not stand alone as a cheerleading
uniform so that the designs had a
functional purpose.

In a 2-1 decision, the 6th Circuit
reve rs e d .

The panel majority concluded
that the stripes, chevrons and col-
or blocks used on Star’s cheer-
leading uniforms were purely aes-
thetic and served no utilitarian
function. Thus, Varsity could rely
on their copyrights to preclude
Star from producing cheerleading
uniforms with these designs.

In its decision, the court ad-
dressed the conflict among the
circuits over the separability anal-
ysis for design copyrights. It
adopted an approach that re-
quires courts to define the work’s
function and to ask whether the
claimed elements can be identified
separately from, or exist indepen-
dently of, that function.

The dissent argued that the
stripes, chevrons and color blocks
are functional as they identify the
cheerleaders and the team they
are supporting.

Arguing that the 6th Circuit’s
decision contradicts long-settled
law that other circuits and
Congress have refused to change,
Star successfully petitioned the
Supreme Court to resolve the cir-
cuit split and clarify the appro-
priate test for determining which
features of a useful article can be
co py r i gh t e d .

The court has not addressed
this issue since , 347
U.S. 201 (1954), where the court
held that statuettes of dancing fig-
ures made of china that were in-
tended for use and used as bases
for table lamps with electric
wiring, sockets and lamp shades
attached, were copyrightable as
works of art.

The court stated that “intended
or actual use in industry of an
article eligible for copyright does
not bar or invalidate its registra-
t i o n” and that “the subsequent
registration of a work of art pub-
lished as an element in a man-
ufactured article is not a misuse
of the copyright.” Id. at 218-219.

Since , courts have strug-
gled with the idea of separability
and formulating a workable test
to determine when a decorative
feature incorporated into the de-
sign of a useful article can be
identified separately from the ar-
ticle itself.

Star’s petition asserts that there
are at least nine different sepa-
rability tests. Among these tests is

LOU I S E ARNOTT AND
CHARLES A. LAFF

Since Ma z e r, courts have struggled with the
idea of separability and formulating a

workable test to determine when a decorative
feature incorporated into the design of a
useful article can be identified separately

from the article itself.
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